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DETAILED ACTION 

This communication is in response to the application filed on 7 April 2004. Claims 1-15 are 
pending. 

Claim Objections 

1 . Claim 2 is objected to because of the following informalities: the claim concludes with 
"patient; and" the semi-colon and the term "and" should be removed. The claim should conclude 
with a period. Appropriate correction is required. 

2. Claims 8-15 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The claims 8-15 refer to methods for using the system of claim 1. 
These claims fail the infringement test as the method using the system of claim 1 could 
conceivably be infringed without infringing upon the system of claim 1 . 
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Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 1-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

a. Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "patient terminal" in claim 1, 4, 8, 9, 10, 13, and 14 used by the 
claim appears to mean a portable card or other portable device which information is 
written on from another device (smart-card, barcode, RF-ID tag, microchip, etc.), while 
the accepted meaning is "a combination of a keyboard and output device (as a video 
display unit) by which data can be entered into or output from a computer or electronic 
communications system." The term is indefinite because the specification does not 
clearly redefine the term. 

b. Claims 1-12 discuss various forms of data and their databases (non-ID, care data, 
medical care code data, etc.) it is unclear exactly how these terms are defined and what 
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the differences between the various forms of data are. In the common use of these terms 
they may be used interchangeably and have no special meaning in regards to the art. 

c. Regarding claim 7, the phrase "such as" and "etc." render the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). For the purposes of examination this will be read as 
". . .including at least one of disease data for sexes, disease data for ages or disease data 
for occupations." 

d. As to claim 7, the claim recites the limitation "...prepared by using..." it is 
unclear what device in the system does the preparing or how it is prepared. 

e. Claim 14 recites the limitation "care details required for demanding a medical 
insurance money" this is indefinite as it unclear what these care details required or may 
comprise. 

As to claim 14, where applicant acts as his or her own lexicographer to 
specifically define a term of a claim contrary to its ordinary meaning, the written 
description must clearly redefine the claim term and set forth the uncommon definition so 
as to put one reasonably skilled in the art on notice that the applicant intended to so 
redefine that claim term. Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 
1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The term "premium" in claim 14 is used 
by the claim to mean a payment by an insurer to an entity, while the accepted meaning is 
"The money paid to insurance companies at specified intervals to maintain cover." The 
term is indefinite because the specification does not clearly redefine the term. 
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f. Claim 14 recites the limitation, "insurance money details" it is indefinite as it is 
unclear what these details comprise, one of ordinary skill in the art would not be apprised 
of the scope of the claim. 

g. As to claim 15, the claim recites "when details associated with insurance to be 
notified" it is indefinite as it is unclear what these details comprise, one of ordinary skill 
in the art would not be apprised of the scope of the claim. 



Paragraph numbers 5-7 intentionally deleted. 
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Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,499,293 to Behram et al. in view of U.S. Patent 6,915,254 to Heinze et al. 

10. As to claim 1, Behram discloses a medical data providing system which separates ID 
(identification) data and non-ID data of a patient to provide only medical data of the patient, the 
system comprising: 

an ID storage unit provided in a patient terminal of the patient, the ID storage unit storing 
the ID data of the patient (column 7, lines 1 1-46, wherein a patient terminal is a card and the ID 
storage unit is the outside of the card); 

a non-ID storage unit provided in the patient terminal, the non-ID storage unit storing the 
non-ID data of the patient (column 5, lines 36-59); 

a care database provided in the hospital server, the care database storing care data 
of the patient (column 1, lines 56-67). 

However, Behram does not disclose the generation of a medical care codes or their 
storage. In the same field of endeavor, Heinze discloses; 

a medical care code generating unit provided in a hospital server in order to generate 
medical care codes of the patient (column 4 lines 1-6; column 4 lines 43-67 and column 5 lines 

1-5); 
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Additionally, Heinze teaches a medical care code list database provided in the hospital 
server, the medical care code list database storing the medical care codes (column 7, lines 22-45 
wherein a medical care code list database is a "master transaction database"). In addition, though 
collectively teaching a patient terminal and the storage of medical care codes, Behram and 
Heinze do not specifically show storage of the care codes in the patient terminal. The patient 
terminal, however, is shown to store user data. One of ordinary skill in the art, then, would 
clearly recognize the storage of the care codes in the patient terminal as applicable to Behram 
and Heinze because such features merely amount to the arrangement of data (i.e. where such data 
is located) and the patient terminal as disclosed in Behram has suffient capability to provide the 
noted functionality. 

It would have been obvious for one of ordinary skill in the art at the time of the invention 
to modify the patient terminal of Behram with the coding database of Heinze since the 
combination would allow for the compressed storage of information (via storage of medical care 
code list) on the patient terminal which would increase privacy protection and reduce overhead 
expenses (lines 60-65). 
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1 1 . Claims 2 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Behram 
in view of Heinze in further view of U.S. Patent No. 6,874,085 to Koo et al. 

12. As to claim 2, see the discussion of claim 1 , Heinze further teaches a database containing 
the care codes of the patient (column 7, lines 22-45 wherein a medical care code list database is a 
"master transaction database"). While Behram teaches the use of de-identified information for 
research (column 5, lines 36-59 Behram), the references do not explicitly teach a research 
database located in the hospital server. Koo discloses the medical data providing system further 
comprising a research database provided in the hospital server, the research database storing the 
non-ID data of the patient (column 8, lines 61-67 and column 9, lines 1-14; column 5 lines 25- 
35). 

It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram and Heinze the research database including non-ID data as taught by Koo 
since the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 

13. As to claim 7, see the discussion of claim 2, additionally, Heinze discloses the medical 
care codes stored in the medical care code list database (column 7, lines 22-45 wherein a medical 
care code list database is a "master transaction database"). However, Heinze does not disclose 
statistical data prepared using the non-ID database. 

Koo further discloses the medical data providing system wherein the research database 
stores statistical data including at least one of disease data for sexes, disease data for ages or 
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disease data for occupations prepared using the non-ID data (column 1 lines 39-59; column 8, 
lines 61-67 and column 9, lines 1-14). 

It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram and Heinze the research database including non-ID data further transformed to 
statistical data as taught by Koo since the combination would provide centralized access to 
research information improving the convenience of use of the system. 
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14. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Heinze in further view of U.S. Patent No. 7,158,979 to Iverson et al. 

15. As to claim 3, see the discussion of claim 1, additionally Heinze discloses that the care 
information is stored as medical care codes (column 7, lines 22-45 wherein a medical care code 
list database is a "master transaction database"). However, the references do not explicitly teach 
that there is a relational database. In the same field of endeavor, Iverson discloses, the medical 
data providing system further comprising a personal information management server which 
includes the ID storage unit, transaction database, and a cross-reference database that links the 
transaction database with the ID data (figure 3; column 4 lines 20-49; column 3, lines 28-53). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram and Heinze with the relational databases of Iverson 
since the combination would improve the protection of privacy of an individual while allowing 
easy access to personal information by individuals who require the information. 
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16. Claims 4 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Behram in view of Heinze in further view of U.S. Patent No. 6,820,058 to Wood et al. 

17. As to claim 4, Behram and Heinze disclose the system substantially as claimed in claim 
1, they do not explicitly teach a relationship between the patient terminal and the specific 
identifiable data related to insurance stored on in although Behram suggests that other 
information could be linked to the system such as insurance and billing software (Behram 
column 8, line 45-46). Wood discloses the medical data providing system wherein the patient 
terminal further includes an insurance database storing an insurance institution name, an 
insurance number and an insurance condition of a medical insurance of the patient (figure 5 
(205), (295); figure 6; column 5, lines 43-67, and column 6, lines 1-65). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database systems of Behram and Heinze with the insurance information of Wood 
since the combination would improve a provider's ability to ascertain this information should the 
patient become incapacitated. 

18. As to claim 14, Behram and Heinze disclose the system substantially as claimed in claim 
1, they do not explicitly teach an insurance processing method, although Behram suggests that 
other information could be linked to the system such as insurance and billing software (Behram 
column 8, line 45-46). Wood discloses a medical data providing method comprising the steps of: 

(a) notifying an insurance institution of the medical care codes and care details 
required for demanding a medical insurance money (column 7, lines 26-43; column 8, lines 54- 
65); 



Application/Control Number: 10/820,385 Page 12 

Art Unit: 4156 

(b) determining the insurance money in the insurance institution, and providing 
the premium to the hospital to pay off a medical expense (column 6, lines 56-67); 

(c) notifying the personal information management server of the medical care 
codes and the insurance money details (column 9, lines 34-55); and 

(d) notifying the patient terminal of the medical care codes and the insurance 
money details, and recording details associated with insurance in the insurance database 

of the patient terminal (column 9, lines 34-55; column 5, lines 43-67; column 6, lines 1-65). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database systems of Behram and Heinze with the insurance processing system of 
Wood since the combination would improve patient privacy and swift processing of insurance 
claims. 

19. As to claim 15, see the discussion of claim 1 and 14, additionally, Wood further discloses 
the medical data providing method further comprising a step of 

(e) when details associated with insurance to be notified are generated in an institution 
other than the hospital, notifying the personal information management server of the ID data and 
the details associated with insurance (column 7, lines 60-63; column 9 lines 13-55). 
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20. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Heinze in further view of Wood, in further view of Iverson. 

21 . As to claim 5, while Behram and Heinze disclose the system substantially as claimed in 
claim 1, they do not explicitly teach a relationship between the patient terminal and the specific 
identifiable data stored on in. Wood discloses the medical data providing system wherein the 
ID storage unit stores personal information including a name, an address, a resident registration 
number, and an insurance number of the patient (figure 5 (210), (212); figure 6; column 5, lines 
43-67, and column 6, lines 1-65). 

It would have been obvious to one of ordinary still in the art to include in the storage 
system of Behram and Heinze the various forms of identification data as taught by Wood since 
the combination would improve a provider's ability to ascertain this information should the 
patient become incapacitated. 

The references also do not teach that the ID storage unit includes a birth date. Iverson 
makes this disclosure, (column 1, lines 36-50). It would have been obvious to one of ordinary 
still in the art to include in the storage system of Behram and Heinze the birth date data as taught 
by Iverson since the combination would improve a provider's ability to ascertain this information 
should the patient become incapacitated. 
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22. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Heinze in further view of U.S. Patent No. 6,272,470 to Teshima. 

23. As to claim 6, see the discussion of claim 1, additionally Behram discloses a system that 
contains non-ID storage that stores non-ID data (column 5, lines 36-59). However, the references 
do not explicitly teach the specific components of the non-ID data. Teshima discloses the storage 
of a sex, an age and an occupation of the patient (column 8, lines 50-67). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database systems of Behram and Heinze with the storage of sex, age, occupation of 
the patient of Teshima since the combination would improve the ability of practitioners to 
properly treat a patient should they become incapacitated and also to improve the quality of the 
non-ID data so that research data can be extracted including demographic data to further research 
its possible correlations to health risks. 
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24. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Heinze in further view of Teshima in further view of Iverson. 

25. As to claim 8, see the discussion of claim 1, additionally, while Heinze teaches (e) 
storing the medical care codes and the care data in the medical care code list database and the 
care database of the hospital server (column 7, lines 22-45 wherein a medical care code list 
database is a "master transaction database") the reference does not teach (c) storing the medical 
care codes generated from the hospital server in the patient terminal. "). In addition, though 
collectively teaching a patient terminal and the storage of medical care codes, Behram and 
Heinze do not specifically show storage of the care codes in the patient terminal. The patient 
terminal, however, is shown to store user data. One of ordinary skill in the art, then, would 
clearly recognize the storage of the care codes in the patient terminal as applicable to Behram 
and Heinze because such features merely amount to the arrangement of data (i.e. where such data 
is located) and the patient terminal as disclosed in Behram has suffient capability to provide the 
noted functionality. It would have been obvious for one of ordinary skill in the art at the time 
of the invention to modify the patient terminal of Behram with the coding database of Heinze 
since the combination would allow for the compressed storage of information (via storage of 
medical care code list) on the patient terminal which would increase privacy protection and 
reduce overhead expenses (lines 60-65). 

While the references teach steps (c) and (e) they do not explicitly teach (a), (b), or (e). 
Teshima discloses: 

(a) connecting the patient terminal to the hospital server (column 3, lines 27-52; column 
4, lines 10-20); 
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(d) giving medical care to the patient in the hospital (column 3, lines 27-52; column 4, 
lines 10-20). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the databases and storage method of Behram and Heinze with the connection and 
medical care providing features of Teshima since the combination would improve the time to 
treatment of individuals at a hospital. 

Iverson discloses: 

(b) confirming the ID data of the patient (figure 5; column 5 lines 29-67); 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the method of Behram, Heinze, Teshima, with Iverson since the combination will 
improve the ability of the system to connect multiple records with one person. 
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26. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view of 
Heinze in further view of Teshima in further view of Iverson in further view of U.S. Patent 
Application 2002/0035485 to Mita et al. 

27. As to claim 9, see the discussion of claim 1 and 8, additionally, Heinze further discloses 
medical care codes are generated from care data (column 4 lines 1-6; column 4 lines 43-67 and 
column 5 lines 1-5) and a list of generated care codes are stored (column 7, lines 22-45 wherein a 
medical care code list database is a "master transaction database"). 

Behram discloses: 

(f) acquiring care data from the patient terminal (abstract and column 8, lines 20-49); 
However, the references do not disclose that data is stored on a patient terminal or that 

they are acquired, data is requested, notification of data to an institution, or receiving the request. 
Mita discloses 

(g) requesting data on the care data from the hospital having the generated care data 
(abstract and paragraph [0041]); 

(h) notifying care result data to an institution having requested the data on the medical 
care codes via an authentication procedure in the hospital server (paragraphs [0038]-[0047]); and 

(i) receiving the request of data on the medical care codes to the hospital requesting the 
medical care codes (paragraphs [0038]-[0047]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the method of Behram, Heinze, Teshima, Iverson with Mita since the combination 
would improve sharing of data between multiple facilities requiring patient care data. 
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28. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in 
view of Heinze in further view of Mita in further view of U.S. patent application 2003/0033 168 
to Califano et al. 

29. As to claim 10, see the discussion of claim 1, additionally, Heinze further discloses 
medical care codes are generated from care data (column 4 lines 1-6; column 4 lines 43-67 and 
column 5 lines 1-5) and a list of generated care codes are stored (column 7, lines 22-45 wherein a 
medical care code list database is a "master transaction database"). 

(d) storing the care data of the patient together with the medical care codes in the 
medical care code list database and the care database of the hospital server (column 7, lines 22- 
45 wherein a medical care code list database is a "master transaction database"). 

However the references do not disclose requesting data, a written consent, 

Mita discloses: 

A medical data providing method using the medical data providing system the method 
comprising the steps of: 

(a) requesting the medical data of the patient for the purpose of a medical 
research (abstract and paragraph [0041]); 

(b) making up a written consent (paragraph [0040]); 

(c) confirming the non-ID data of the patient, and giving the care data to 
care samples obtained in the course of care of the patient (paragraph [0044]); and 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the use of care codes of Heinze and the system of Behram with the request and 
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delivery system of Mita since the use of codes to represent care data reduces required storage 
size necessary for the medical files and improves transfer time through a network. 

While Mita discloses a written consent it does not explicitly teach it is for research 
purposes. Calif ano discloses making up a written consent that the patient allows his medical data 
to be used for the medical research (figure 12; paragraph [0039]); 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the system of Heinze, Behram, Mita, with Califano since the use of consent forms for 
providing data to research is well known in the art (Califano [0039]) one of ordinary skill in the 
art would have identified the improvement of the system to include the consent form for this 
purpose in order to improve compliance with law. 

30. As to claim 11, see the discussion of claim 1 and 10, additionally, Califano discloses the 
medical data providing method wherein the written consent is made up to represent that the 
medical data of the patient are used for the research for a predetermined time (paragraphs 
[0039]-[0043]). 
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3 1 . Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Heinze in further view of Mita in further view Califano in further view of Iverson. 

32. As to claim 12, see the discussions of claims 1 and 10, additionally Heinze discloses that 
the care information is stored as medical care codes (column 7, lines 22-45 wherein a medical 
care code list database is a "master transaction database"). However, the references do not 
explicitly teach a personal information management server. In the same field of endeavor, 
Iverson discloses, notifying the personal information management server of 

the medical care codes (figure 3; column 4 lines 20-49; column 3, lines 28-53). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the database system of Behram, Heinze, Mita, Califano with the relational databases of 
Iverson since the combination would improve the protection of privacy of an individual while 
allowing easy access to personal information by individuals who require the information. 
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33. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behram in view 
of Heinze in further view of U.S. Patent 5,659,741 to Eberhardt. 

34. As to claim 13, Behram and Heinze disclose the system substantially as claimed in claim 
1; however they do not explicitly disclose an occasion where the patient does not have their 
terminal. Eberhart discloses a medical data providing method using the medical 

data providing system according the method comprising the steps of: 

(a) the patient visiting an emergency room without his patient terminal (column 8, lines 
12-25; column 2 lines 45-51); 

(b) acquiring the personal information from the patient, generating the medical 

care codes, and then giving medical care to the patient in the hospital (column 3, lines 55-67 and 
column 4, lines 1-22; column 1, lines 25-38; wherein medical care codes are encrypted medical 
data); 

(c) storing the medical care codes and the care data of the patient in the medical 

care code list database and the care database of the hospital server (column 8, lines 7-25; column 
3, lines 55-67 wherein medical care codes are encrypted medical data) 

(d) connecting the patient terminal to the hospital server (column 8, lines 7-25); and 

(e) confirming the ID data of the patient, storing the medical care codes of the 
patient in the patient terminal, and then disconnecting the patient terminal from the 
hospital server (column 8, lines 7-25; column 3, lines 55-67 wherein medical care codes are 
encrypted medical data). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eliza Squires whose telephone number is (571)270-7052. The 
examiner can normally be reached on Monday through Friday 8 am - 4 pm Eastern Standard 
Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Kyle can be reached on 571-272-6746. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IE. S./ 

Examiner, Art Unit 4156 
9/18/08 



/Charles R. Kyle/ 

Supervisory Patent Examiner, Art Unit 4156 



